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DETAILED ACTION 
Response to Amendment 

This paper is in reply to the amendment dated 05/24/05. The appUcants have not yet 
overcome the 35 USC 1 12 rejection, the 35 USC 102 rejection and the 35 USC 103 rejection. 
Refer to the abovementioned amendment for more details on appUcant's rebuttal arguments. 
Thus, the foregoing rejections are still herein maintained as seen hereinafter and for the reasons 
of record. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and vising it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-5 and 9 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling yor an aqueous polymeric material coating layer wherein 
the polymeric material may be stvrene-methacrvlic acid ester-acrylic acid ester copolymer, 
ethvlene-acrvlic acid ester copolymer, methacrylic acid methyl-butadiene copolymer stvrene- 
butadiene copolymer and butadiene polymer^ ', does not reasonably provide enablement for the 
large or infinite number of said polvmeric material not including a fluorocarbon resin (other than 
the ones mentioned aboveV That is to say, the present claim language clearly encompasses any 
aqueous polymeric material other than fluorocarbon resins and the polymeric binding agent. It is 
noted that fluorocarbon resins can be considered a minority group of species within the all- 
encompassing and broad group of non- fluorocarbon resin compounds. The specification does 
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not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to use or make the invention commensurate in scope with these claims. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointiag out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-5 and 9 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
the invention. 

5. Claim 1 is still indefinite because the negative Umitation ''wherein an aqueous polymeric 
material not including a fluorocarbon resin'' is an attempt to claim the invention by excluding 
what the inventors did not invent rather than distinctly and particularly pointing out what they 
did invent. That is, the claims tend to define the invention in terms of what it is not, rather than 
pointing out the invention. In re Schechter 205 K2d 185, 98 USPQ 144 {Refer to MPEP 

21 73. 05(i) Negative Limiations). 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubHc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

7. Claims 1-5 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Yuasa et al 
5250369. 
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The instant application is directed to a hydrogen absorbing alloy electrode wherein the 
disclosed inventive concept conq)rises the specific polymeric material coated thereon. Other 
limitations include the specific polymeric materials and the specific weight percent. 
With respect to claim 1 : 

Yuasa et al disclose that a hydrogen absorbing alloy negative electrode for use in storage 
type battery is prepared through a process in which an alkali-resisting organic high molecule 
such as polyethylene, fluorocarbon polymer or the like, is added as a binding agent to a 
pulverized hydrogen absorbing alloy, and the resulting mixture is pressed onto or filled into an 
electric alloy conductive collector such as punching metal or a foam metal (Col 1, lines 37- 
45/Col 3, Hues 50-67). Other alkali-resisting resins (binding agent) such as carboxymethylcelluse 
and methylcellulose or poly( vinyl alcohol) can also be employed (Col 14, lines 6-10). // is noted 
that the binding agent assists to holdfast or adhere the electrode material to conductive 
collector. 

Examiner's note: it is noted that applicant has argued now that the transitional phrase 
''composed of is to be construed as closed-ended phrase and therefore does exclude other 
components. To be precise, applicant has contended that the foregoing phrase is meant to be 
interpreted in the same manner as either ''consisting of or "consisting essentially of\ (See 
amendment of 05/24/05 at page 4, last two paragraphs). 

(emphasis added Example 1 shows the use of an aqueous solution of poly( vinyl 
alcohol) (the binding agent) mixed into the hydrogen absorbing alloy powder to form paste; and 
a foamed nickel porous matrix (the current collector) which is filled with the prepared paste and 
pressed (EXAMPLE 1/COL 4, lines 1-10). Example 7 further shows the hydrogen absorbing 
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alloy negative electrode is coated with polyethylene (the coating polymeric material) 

(EXAMPLE 7/COL 4, lines 65-68), Thus, in this case, the hydrogen absorbing alloy electrode 
consist of the hydrogen absorbing powder and a binding agent composed of a polymeric 
material (polyvinyl alcohol) adhered to the current collector, and being coated with 
polyethylene. Hence, the polymeric material in the coating layer is different from the polymeric 
material in the binding agent 
With respect to claims 2-3: 

It is disclosed that polyethylene used may be replaced by one of thermoplastic resins such 
as ABS resin (COL 14, lines 26-30). It is noted thatABS resin stands for thermoplastic resins 
made of acrylonitrile- butadiene-styrene copolymer . It is also noted that stvrene is an aromatic 
olefin and butadiene is a conjugated diene . 
With respect to claims 4-5: 

It is disclosed that the hydrogen absorbing alloy negative electrode contains the resin by 
an amount of 1 .5 wt % of the electrode (COL 5, lines 60-63). 
With respect to claim 9: 

It is disclosed that the hydrogen absorbing alloy electrode is for use in an alkaline storage 
battery (ABSTRACT/ COL 1, lines 1 1-14). 

Thus, the claims are anticipated. 

Claim Rejections - 35 USC §103 
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S. C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcaht is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the apphcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 1-5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yuasa et 
al 5250369 in view of Kinoshita et al 5527638. 

The instant appUcation is directed to a hydrogen absorbing alloy electrode wherein the 
disclosed inventive concept comprises the specific polymeric material coated thereon. Other 
limitations include the specific polymeric materials and the specific weight percent. 
With respect to claim 1 : 

Yuasa et al disclose that a hydrogen absorbing alloy negative electrode for use in storage 
type battery is prepared through a process in which an alkali-resisting organic high molecule 
such as polyethylene, fluorocarbon polymer or the like, is added as a binding agent to a 
pulverized hydrogen absorbing alloy, and the resulting mixture is pressed onto or filled into an 
electric alloy conductive collector such as punching metal or a foam metal (Col 1, lines 37- 
45/Col 3, hues 50-67). Other alkali-resisting resins (binding agent) such as carboxymethylcelluse 
and methylcellulose or poly( vinyl alcohol) can also be employed (Col 14, lines 6-10). // is noted 
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that the binding agent assists to holdfast or adhere the electrode material to conductive 
collector. 

Examiner's note: it is noted that applicant has argued now that the transitional phrase 
''composed of is to be construed as closed-ended phrase and therefore does exclude other 
components. To be precise, applicant has contended that the foregoing phrase is meant to be 
interpreted in the same manner as either ''consisting of or "consisting essentially of\ (See 
amendment of 05/24/05 at page 4, last two paragraphs). 

Example 1 shows the use of an aqueous solution of poly( vinyl alcohol) (the binding 
agent) mixed into the hydrogen absorbing alloy powder to form paste; and a foamed nickel 
porous matrix (the current collector) which is filled with the prepared paste and pressed 
(EXAMPLE 1/COL 4, lines 1-10). Example 7 further shows the hydrogen absorbing alloy 
negative electrode is coated with polvethvlene (the coating polymeric material) (EXAMPLE 
7/COL 4, lines 65-68). Thus, in this case, the hydrogen absorbing alloy electrode consist of the 
hydrogen absorbing powder and a binding agent composed of a polymeric material (polyvinyl 
alcohol) adhered to the current collector, and being coated with polyethylene. Hence, the 
polymeric material in the coating layer is different from the polymeric material in the binding 
agent 

With respect to claims 2-3: 

It is disclosed that polyethylene used may be replaced by one of thermoplastic resins such 
as ABS resin (COL 14, lines 26-30). // is noted thatABS resin stands for thermoplastic resins 
made ofacrylonitrile- butadiene-styrene copolymer . It is also noted that stvrene is an aromatic 
olefin and butadiene is a conjugated diene . 
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With respect to claims 4-5: 

It is disclosed that the hydrogen absorbing alloy negative electrode contains the resin by 
an amount of 1.5 wt % of the electrode (COL 5, lines 60-63). 
With respect to claim 9: 

It is disclosed that the hydrogen absorbing alloy electrode is for use in an alkahne storage 
battery (ABSTRACT/ COL 1, hnes 1 1-14). 

Yuasa et al disclose a hydrogen absorbing alloy electrode according to the foregoing 
aspects. However, Yuasa et al does not expressly disclose ( as argued by the applicants ) the 
specific aqueous polymeric material coating layer, 

Kinoshita et al disclose a hydrogen storage alloy electrode comprising an electric alloy 
conductive support (the current collector) and a mixture supported on said conductive support 
(ABSTRACT). It is disclosed that the mixture supported thereon includes a styrene-butadiene 
copolymer {it is noted that styrene-butadiene is an aqueous polymeric material) (COL 3, hnes 1- 
12/ CLAIM). Kinoshita et al clearly disclose the electrode is configured by coating the metal 
sheet (the conductive support) with the mixture composed mainly of the hydrogen storage alloy 
and the styrene-butadiene copolymer (COL 6, hnes 3-7 and 30-34). Thus, the styrene-butadiene 
also included in the mixture coats the electrode surface per se. 

The following parts of the Kinoshita et al's disclosure can be found in the abstract; at col 
3, lines 3-12; and at col 6, lines 2-6: 
{57\::;:-: • i-x^'v abstract' ^ 

A hy drogcaa storage: alloy electrbdc comprismg, an electii - 
cally Qonduciiye : 5uppon: made: of a : punched or perforated 
iTietal sheet, : ai: mixture suppbrtied :oii said bbndiictive supipprl 

■a rnixttire supppited on : the : electrically : conductive : sup^ : : x 
port, and, 
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: ; : ;said: ; mixtiire: ■ includir^ 

a Styrene-butadicne: cppplym 

: : : : d^^ 

X':-:;'a-:hinder^.:;x::':v:-'-x 

: ; : ; An -elcctxiCHde is : coiifiigured : by ■ : coating : the : punched or 
: : : : jpisif orated : itiet al : isheet : having : the aboveinientiQned : regtilar: : 
5 pieirf oration pattern with a iriixturiei : composed iiiaihliy ; 6f thjei : 
hydrogen storage- alloy p owdcr. The; electrode thUs obtained 

In view of the above, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use the specific aqueous polymeric material coating layer of 
Kinoshita et al on the electrode of Yuasa et al because Kinoshita et ai disclose that a small 
decrease in the capacity of the battery configured with the electrode attributable to the repetition 
of the charging and discharging processes and an excellent cycle Ufe are advantageous features 
obtained by adding a styrene-butadiene copolymer resin (the specific aqueous polymeric 
material coating layer) in the mixture coating the electrode. Thus, Kinoshita et al at once 
envisage the advantage of using aqueous polymeric material as the electrode coating material; 
and Kinoshita et al directly teach the use of such aqueous polymeric material as instantly 
claimed. Furthermore, the examiner likes to clarify that since the styrene-butadiene copolymer 
resin per se (the specific aqueous polymeric material coating layer) is coating the electrode 
itself, the prior art definitely meets the claimed requirement of having an aqueous polymeric 
material not including a fluorocarbon resin applied thereon, to form a coating layer. 

Response to Arguments 
1 . Applicant's arguments filed 05/24/05 have been fiiUy considered but they are not 
persuasive. 
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2. Even though appUcant has argued now that the transitional phrase ''composed of is to be 
construed as closed-ended phrase and therefore does exclude other components; that is, it is 
meant to be interpreted in the same manner as either "consisting of or "consisting essentially 
of (See amendment of 05/24/05 at page 4, last two paragraphs), the examiner likes to contend 
that such transitional phrase only apphes to the binder material (only one polymeric material). 
Therefore, the examiner strenuously asserted that the 35 USC 102 anticipatory rejection is still 
appUcable because Example 1 shows the use of an aqueous solution of poly( vinyl alcohol) (the 
binding agent) mixed into the hydrogen absorbing alloy powder to form paste; and a foamed 
nickel porous matrix (the current collector) which is filled with the prepared paste and pressed 
(EXAMPLE 1/COL 4, lines 1-10). Example 7 further shows the hydrogen absorbing alloy 
negative electrode is coated with polyethylene (the coating polymeric material) (EXAMPLE 
7/COL 4, hues 65-68). Thus, in this case, the hydrogen absorbing alloy electrode consists of the 
hydrogen absorbing powder and a binding agent composed of a polymeric material (polyvinyl 
alcohol) adhered to the current collector, and being coated with polyethylene. Hence, the 
polymeric material in the coating layer is different from the polymeric material in the binding 
agent. Thus, the prior art of record still provides the necessary structural interrelationship to meet 
the claimed requirement of having an electrode consisting of hydrogen absorbing alloy powder 
and a binding agent conposed of a polymeric material adhered to a current collector and having 
thereon a coating layer comprising an aqueous polymeric material not including a fluorocarbon 
resin. 

3. With respect to appUcant' s argument concerning that ''the term ''aqueous'' is understood 
to mean ''more aqueous than non-aqueous... the degree of aqueousness, i,e. more than 50 it 
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is noted that such term "aqueous" is a relative term which is not specifically defined by the 
claim, and the specification does not provide a standard for ascertaining or supporting applicant's 
characterization thereof. Thus, absent further specific definition ( in the specification as filed ) of 
the term "aqueous", the examiner respectfully submits that it is fairly reasonable to set forth that 
the polynier material of the prior art satisfies the unspecified degree of aqueousness. 

4. Ill response to applicant's argument that the references fail to show certain features of 
appUcant's invention, it is noted that the features upon which appUcant relies (i.e., the term 
''aqueous" is understood to mean ''more aqueous than non-aqueous.. Jhe degree of 
aqueousness, ue. more than 50 %) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993), Therefore, 
appUcant's argument is not commensurate in scope with the specifically claimed invention. 

5. Furthermore, in response to appUcant's arguments that ''the Examiner is apparently 
interpreting the phrase of claim 1, "an aqueous polymeric material except fluorocarbon resin is 
applied thereon " as meaning that at least one component of the coating does not include 
fluorocarbon resin'\ the examiner merely asserts that even assuming arguendo that such 
applicant's characterization of the examiner's interpretation is correct, the prior art of record still 
clearly uses polyethylene as the electrode coating material (See Yuasa et al'369: EXAMPLE 7 at 
COL 4, Unes 65-68 ); and to the best of the examiner's knowledge the polyethylene material is 
not a fluorocarbon resin. Additionally, even though its degree of being ''an aqueous polymeric 
materiar has been questioned by applicants, the fact is that: a) applicant's arguments stating that 
the FEP is not an aqueous polymeric material because is it is a hydrophobic resin is yet 
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insufficient as the present claim language also fails to fairly stipulate the degree of being 
aqueous . That is, under a broadest reasonable claim interpretation and in the absence of a 
specific degree of hydrophobicity or hydrophilicity and/or water-repellency in the specification 
to ascertain such requisite degree, it is believed that the prior art still provides the necessary 
structural and functional interrelationship of including a polymeric material not including a 
fluorocarbon resin per se. 

6. Applicant's assertion th?iVKinoshita et al does not teach the aqueous resin coating the 
electrode'' because ''the styrene-butadiene resin is part of the electrode, and is actually the 
binder" is still insufficient to overcome the 103 USC 103 rejection. In this respect, appUcant's 
attention is politely directed to the following teachings of Kinoshita et al: 

A hydrogen storage alloy electrode an • electn- • 

• cally conductive supppn made • of a punched or perforated! 
: metal sheets : a mixture supported on said conductive stipporl • 

a mixture supported on. the electrically conductive sup- 

•:-smd:rmxture:inciudmg^^ 

xa-hydipgien-:^^ 

■ a sty ibne-buUidieiie cpppiymiCT haying a styrenb • to buta- : ^ : 
diene weight ratio in a 

|:-:y:-:a:bindet^:;:;:;;:;-::y:o:x 

A^^ 

■ : perforrated 

5 perforation pattern with :a mixture cbinposed mai i|xly : of the 
hydrogen Storage alloy powder. The electrode tihus obtained : 

As expressly seen above and consistent with Kinoshita et al's teaching, the mixture including the 

hydrogen storage alloy powder and the styrene-butadiene copolymer is supported on the 

conductive support bv directly coating said mixture containing the non- fluorocarbon resin on the 



electrode support. Therefore, it is asserted that Kinoshita et al clearly shows forming a layer 
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comprising the claimed polymer material on the electrode substrate regardless its adhering 
degree. As a result, the prior art coating layer is a structural equivalent of the corresponding 
element/feature claimed in the instant invention. Moreover, the test for obviousness is not 
whether the features of a secondary reference may be bodily incorporated into the structure of 
the primary reference; nor is it that the claimed invention must be expressly suggested in any one 
or all of the references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art (<-emphasis added). See In re Keller, 642 
R2d413, 208 USPQ 871 (CCPA 1981). 

7. With reference to the 35 USC 112, 2""*^ paragraph rejection, the examiner likes to clarify 
his position concerning the recitation of the negative Umitation ''not including afluorocarbon 
resin'\ In no way it was intended to stipulate that such negative limitation fails to comply with 
written description requirement of not describing the subject matter in such a way as to 
reasonable convey to one skilled in the relevant art that the inventor had possession of the 
claimed invention as apparently understood by the appUcants. The examiner simply wanted to 
address the issue that the current claims tend to define the invention in terms of what it is not, 
rather than pointing out the invention. For that reason, the examiner now believes that the 35 
USC 112, 1^^ paragraph rejection (scope of enablement) better reflects the lack of clarity and 
uncertainty raised by such negative clause of claiming an aU-embracing Umitation and wide 
number of compounds without even enable to make or use the large number of non-fluorocarbon 
polymer resins. 
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Conclusion 

8. TfflS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for pubUshed appUcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Raymond Alejandro| 
Primary Examiner 
Art Unit 1745 





